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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

* Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 16 July 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-76 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-76 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

£))□ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) [U Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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5) [Zl Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
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DETAILED ACTION 



Response to Amendment 



The examiner is in receipt of applicant's response to office action mailed 
7/16/2003, which was received 12/29/2003. Acknowledgement is made that no claims 
have been added, deleted or amended, leaving claims 1-76 as pending in the instant 
application. The applicant's arguments have been carefully considered, therefore, the 
rejection of claims 37-76 under USC 101 has been removed and the USC 112 rejection 
of claims 1-32 and 51-63 has also been overcome. However, the other rejections 
remain and are restated below: 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-36 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. These claims are not within the technological 
arts. 

In this case the steps of arranging, receiving and determining can all be done by 

hand. 

The claimed invention must utilize technology in a non-trivial manner (Ex parte 
Bowman, 61 USPQ2d, 1665,1671 (Bd. Pat App. & Inter 2001)). Although Bowman is 
not precedential, it has been cited for its analysis. 



Claim Rejections - 35 USC § 101 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-76 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Garfinkle (6,512,570) in view of Official Notice. 

In regards to claims 1-76, Garfinkle teaches all the limitations of the instant 
claims except as follows: 

Garfinkle transfers information over the Internet, but does not mention receiving 
the specific information limitations as detailed in the instant claims. It is old and well 
known in the art that many types of information may be transferred over the Internet to 
assure transactions are fulfilled. It would be obvious to a person of ordinary skill in the 
art to include in Garfinkle receiving the specific information limitations as detailed in the 
instant claims, because information is critical to making sound decisions and assuring 
transactions are fulfilled properly, timely and optimally. 

Garfinkle teaches determining an offer price, but does not specifically teach 
calculating a difference between an offer price and a retail price, or accepting an offer if 
the difference is less than a threshold amount. It is old and well known in the art to 
calculate a difference between a retail price and an offer price and later determining if 
the difference is less than a threshold amount. Take for instance a car salesperson that 
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is informed not to sell a car below a certain price (threshold) and calculates the amount 
of the offer against the sticker price to determine what percentage is being deducted. 
This would also be done for in store discounts. It would be obvious to a person of 
ordinary skill in the art to include in Garfinkle calculating a difference between an offer 
price and a retail price, or accepting an offer if the difference is less than a threshold 
amount, because when ever a discount is accepted or offered below a retail price it is 
important to assure it not below a threshold amount to assure that money is not being 
lost on the transaction. 

Garfinkle also teaches evaluating a predetermined set of rules to establish a 
selected retailer, but does not specifically mention comparing a present market share to 
a target market share. It is old and well known in the art to compare current market 
conditions to target conditions to arrive a selected retailer. It would have been obvious 
to a person of ordinary skill in the art to include in Garfinkle the comparison techniques 
as stated in the instant claims to arrive at a determination, because this would allow the 
central controller to establish which retailer will receive the sale and offer criteria rather 
than just randomly selecting a retailer. 



Response to Arguments 

Applicant argues that Garfinkle does not teach redeeming products and 
determining whether to accept an offer based on information regarding the redemption. 
The examiner disagrees and directs the applicant's attention to redeeming products 
(FIG 5E, request pickup at a retail outlet), determining to accept an offer based on the 




Application/Control Number: 09/605,818 Page 5 

Art Unit: 3625 

received information (FIG 5D and E, customer and fulfillment center agree to price and 
terms from price sheet, fulfillment center consummates order col 9, lines 35-40) 

Applicant argues that Official Notice cannot be used as a primary basis. The 
examiner points to Garfinkle as the primary reference and notes that official notice is 
used to support that cited reference. 

Applicant argues the use of official notice and requests a reference, 
but fails to argue the factual nature of the cited official notice. A "traverse" is a 
denial of an opposing party's allegations of fact. The Examiner respectfully 
submits that applicants' arguments and comments do not appear to traverse 
what Examiner regards as knowledge that would have been generally available 
to one of ordinary skill in the art at the time the invention was made. Even if 
one were to interpret applicants' arguments and comments as constituting a 
traverse, applicants' arguments and comments do not appear to constitute an 
adequate traverse because applicant has not specifically pointed out the 
supposed errors in the examiner's action, which would include stating why the 
noticed fact is not considered to be common knowledge or well-known in the 
art. 27 CFR 1.104(d)(2), MPEP 707.07(a). An adequate traverse must contain 
adequate information or argument to create on its face a reasonable doubt 
regarding the circumstances justifying Examiner's notice of what is well known 
to one of ordinary skill in the art. In re Boon . 439 F.2d 724, 728, 169 USPQ 
231,234 (CCPA1971). 
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If applicant does not seasonably traverse the well known statement during 
examination, then the object of the well known statement is taken to be admitted prior 
art. In re Chevenard, 139 F.2d 71, 60 USPQ 239 (CCPA 1943). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, since the 
combination is made to official notice the examiner is using knowledge generally 
available to one of ordinary skill in the art. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fadok whose telephone number is (703) 605- 
4252. The examiner can normally be reached Monday thru Thursday 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
308-1113. 

Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

(703) 872-9306 [Official communications; including 
After Final communications labeled 
"Box AF M ] 

(703) 746-7206 [Informal/Draft communications, labeled 
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"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7 th floor receptionist. 




Mark Fadok 



Patent Examiner 



